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« The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). in no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 17 December 2001 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) U3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 



6) M Claim(s) 1^3 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 1 1 July 2000 is/are: a)D accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. $ 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

3 Notice of References Cited (PTO-892) 4) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) 



1) 
2) 
3) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

1 . Newly submitted claims 29-31 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 
Piezoelectrically inducing an element is not the same as inducing a first element. The 
first element does not have to be inducalpiezoelectrically. Also, claims 1-3 refer to 
inducing by applying a voltage to the electrode or the material can be induced by a 
different external object. Moreover, both, the first and second element are been 
induced by the applied voltage to the electrode. Also, the piezo device does not have 
to be induced in order to function/vibrate. For example, surface wave filters using piezo 
devices do not have to have an induced piezo device. Claims 29-31 disclose 
piezoelectrically inducing an object, which is not required by the disclosure of claims 1- 
3. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 29-31 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the isolating channels 
such as spaces disclosed in claim 2 must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 



Application/Control Number: 09/613,759 Page 3 
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A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claim 1 is rejected under 35 U.S.C. 1 02(e) as being anticipated by Takeuchi et al 

(Patent #6,265,811). 

Takeuchi discloses a piezoelectric device having a first porous element 22 
connected to a second crystal element 18, an electrode 24a only connected to first 
element 22 (see figure 5B) such that electric potential of electrode results in strain 
induced of first element 22 on second element 18 (column 7, lines 1-4 & column 36, 
lines 5-9). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2 and 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Takeuchi et al (Patent # 6,265,81 1 ) in view of Seefeldt et al. 

Takeuchi discloses a piezoelectric device having a first porous element 22 
connected to a second crystal element 18, an electrode 24a only connected to first 
element 22 (see figure 5B) such that electric potential of electrode results in strain 
induced of first element 22 on second element 18 (column 7, lines 1-4 & column 36, 
lines 5-9). 

Although it is a matter of design choice to use certain materials, Takeuchi does not 
disclose that the first element is made up of silicon. 

On the other hand, Seefeldt discloses for the purpose of accurately measuring 
low force changes, a piezoelectric device comprising a first silicon porous material 138, 
a second element made of crystal 62 attached to first element, and at least one 
electrode 114 being in electrical contact with first element (see figure 25), such that 
subjecting first element to an electric potential results in strain induced by first element 
on second element (column 4, lines 54-58 and column 5, lines 53, 62, 63 and column 6, 
lines 3-7). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to design a piezoelectric device as disclosed by Takeuchi et al and 
to modify the invention by using certain material for the first element for the purpose of 
accurately measuring low force changes as disclosed by Seefeldt. 

Response to Arguments 
6. Applicant's arguments with respect to claims 1-3 have been considered but are 
moot in view of the new ground(s) of rejection. 

Also, any special structural and/or functional aspect of the Applicant's invention that render it 
patentably distinct over prior art has to be clear from the claims themselves; the Applicant cannot 
rely on the specification or on arguments that he advances to the Examiner in an amendment. 
That is, he cannot rely on factors not recited in the rejected claims. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). See also 
Constant v. Advanced Micro-Devices, Inc., 848F.2d 1560, 1571-72 7 USPQ2d 1057, 1064-1065 
(Fed. Cir.), cent denied, 488 U.S. 892 (1988), in which it was held that various limitations on 
which the appellant relied could not be given meaning since they were not stated in the claims. In 
Ex parte McCullough, 7 USPQ2d 1889, 1891 (Bd. Pat. App. & Inter. 1987), a claimed electrode 
was rejected although it was asserted in the specification that it functions differently from prior 
art electrodes, since "although the demonstrated results may be germane to the patentability of a 
battery containing appellant's electrode, they are not germane to the invention claimed on 
appeal" (emphasis added). 



1/ 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julio C. Gonzalez whose telephone number is (703) 
305-1563. The examiner can normally be reached on M-F (8AM-5PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor Ramirez can be reached on (703) 308-1371. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
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308-7722 for regular communications and (703) 305-1341 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



NESTOR RAMIREZ 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 




J eg 



February 28, 2002 



